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SocieTE Enrants GomBautt et Cie v. THe Lawrence-WILLIaMs 
ComMPANY 


United States District Court for the Northern District of Ohio, 
Eastern Division 





July 7, 1926 


Trape-Marxs—Unrair CompetitioN—User Surricirent to Give Rigut To 
Mark. 

The first sale of and distribution in the United States, through 
an agent, of a product of a foreign owner was sufficient to give the 
latter the status of first appropriator of the trade-mark affixed thereto 
in such market, in spite of the fact that said owner subsequently 
gave to defendant the exclusive agency for the said goods in the 
United States. 

Same—Same—Sratvus or Acency as DetTermMiIninc OwNersHIP oF Mark. 
The relation created by the plaintiff, French owner of a trade- 

mark for a veterinary medicine, in granting by contract to defendant 
the exclusive sales rights in the United States of its said product was 
not one of pure agency, nor did it exclude the former from any 
interest in or title to the trade-mark under which the product had been 
sold in France. 

Same—Same—“Gomspautts Caustic Barsam”’—Sate sy Acent UNpbER 
Piarntirr’s Mark Arter TERMINATION oF Contract ENJOINED. 
Defendant company, which from 1880 to 1925 held the exclusive 

agency in the United States for the sale of plaintiff's Caustic Balsam, 
sold under the latter’s trade-marks, trade-name and labels, in putting 
on the market after the expiration of the agency contract, a similar 
preparation, although prepared under the same formula and possess- 
ing the same curative properties, was working a fraud not only on 
plaintiff but on the public, and was enjoined from further sale of said 
product under such name and trade-marks. 

Same—Same—Suir ror INrrarncemMENtT—DerFense or Estoprer—RicuHtT oF 
Acent To Reocister Parncripar’s Marks. 

Although defendant as agent, through rights acquired under con- 
tract, probably had the right to register in the United States, plain- 
tiff’s trade-marks, in order to protect the former’s exclusive selling 
rights, such registration did not work estoppel as against plaintiff, 
nor prove the latter’s consent thereto in the absence of other evidence; 
nor was the use of the words “U. S. Patent Office” in connection with 
the registration notice sufficient to support a finding of consent or 
estoppel. 

Same—Same—Ricut or Sates Acent to Arrrx Own Ipentiryinc Marx. 
It is the law that a selling agent may add to the product sold a 

trade-mark of his own to identify himself as the person, or his shop 

as the place, from which such product can be obtained. 

Same—Same—InsunctTion Extenpep To Canapa. 

Where the rights of the parties in Canada are the same in the 
United States, and dependent on the same relations, the injunction 
should extend to the Canadian territory. The court, having juris- 
diction of the parties, may pass a decree binding them everywhere. 
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SaME—CANCELLATION OF Trape-Marx Recistration. 

Cancellation of a trade-mark registration improperly made will 
not be directed in a suit to enjoin infringement. The court has no 
jurisdiction of the Commissioner of Patents, and no power to bind 
him by a decree. 

Same—Same—CountTerciaim oF DereNDANT TO Restrain Use or LaBers— 

GRANTED IN Part. 

Defendant held entitled to an order restraining plaintiff from 
selling its product in the United States packed in cartons similar to 
those heretofore used by the defendant and containing a substantial 
reproduction of an advertising leaflet formerly used by defendant. 


In equity. Action for trade-mark infringement and unfair 
competition. Injunction granted. Defendants’ counterclaim al- 
lowed in part. 


Hervey, Barber & McKee (Lanier McKee and Arthur Wm. 
Barber, of counsel), all of New York City, and Garfield, 
MacGregor § Baldwin (Arthur D. Baldwin and C. M. 

- Babst, of counsel), all of Cleveland, Ohio, for plaintiff. 

Stearns, Chamberlain § Royon, and Robb, Robb & Hill, all of 

Cleveland, Ohio, for defendant. 


WeEstTENHAVER, District Judge: This case involves charges of 


trade-mark infringement and of unfair trade and competition. The 
article of commerce in question is a blistering liniment for horses 
and other stock. It was invented or discovered and compounded 
about the year 1868, by one J. E. Gombault, a veterinary surgeon 
in the French army. The formula was not patented in France or 
the United States but was kept a secret by the inventor and his 
successors in title. 

The present plaintiff is a corporation organized under the 
laws of France. It is conceded that it has such title as its prede- 
cessors had to this formula and all trade-marks and trade-names 
developed by it or its predecessors under which the product has 
been marketed. Defendant is a corporation organized under the 
laws of Ohio. It is conceded that it has good title to all the rights 
which have been acquired by it or its predecessors in any trade- 
marks or trade-names under which it has sold and marketed said 
product in the United States and Canada. For purposes of brevity, 
the predecessors of the respective parties will be referred to herein 
as plaintiff or defendant. 
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In June, 1880, plaintiff and defendant made a contract which 
is called in French a treaty, whereby the right to introduce and 
market and sell this liniment in the United States and Canada was 
conferred upon the defendant. The terms and conditions of this 
treaty are set forth in a proposed draft thereof, dated June 19, 
1880.1 In 1899, and again in 1913, new treaties, in the nature of 
renewals with some modification of terms, were made. The rela- 
tions thus established were continued uninterruptedly, with certain 
price modifications, until early in the year 1925, when the treaty 
was cancelled and terminated by mutual consent.? Plaintiff now | 
claims the right to take over and continue in the United States and 
Canada the trade in said liniment, using certain trade-marks, trade- 

































‘Although the written document dated Nogent, June 9, 1880, is not 
signed, I am convinced it embodies the full terms of the original agree- 
ment. It was delivered to defendant and taken by him to be translated 
into English at the American Consulate. It is not probable that his assent 
to its terms was not indicated in some formal way. It is referred to as 
dated June 23 in several later letters signed by defendant. The conduct 
of the parties is inconsistent with any other finding than that its terms 
were accepted and that it became the sole repository of the terms agreed 
upon. 

*That the existing treaty was cancelled and terminated by mutual 

consent, is plainly evidenced by the written correspondence. The decline 

of the franc during and after the war led to several increases over the 

contract price. In the latter part of 1922 a price of $1.02 per liter was 

agreed upon, with the understanding that it was a temporary arrange- 

ment. The contract price varied, according to the quantities bought, from 


4 f. 50 c. to 6 f. at par exchange. The minimum agreed price was 90 
cents and the maximum agreed price $1.20. The franc, however, continued 
to decline until in 1922 it was worth less than a third, and in 1924 less 
than one-fifth of its par value in exchange with the dollar. The letters 
indicate that under the French law, pre-war contracts might be can- 
celled in view of these conditions, and, under our law, these conditions 
would supply a good consideration for a new promise, or create such 
equities as would bar an action for specific performance. In the latter 
part of 1924, defendant insisted upon a return to the contract price in 
francs, and plaintiff declined, whereupon defendant, on October 16, 1924, 
placed an order for ten casks, insisting that it be billed at the rate of 
six frances per liter. The letters dated December 1, 1924, February 18, 
April 7, and May 11, 1925, followed. No other inference therefrom is 
permissible than that plaintiff believed, and was justified in believing, 
that defendant was consenting to a cancellation. I do not understand 
defendant’s answer, or brief of counsel, as denying that it did so consent. 
In this situation I am at a loss to understand what equities have arisen 
in defendant’s favor, based upon the repeated assertion that plaintiff was 
unwilling or refused to keep its contract. 
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names, and labels under which it was so marketed prior to 1925, 
and it seeks in this suit to restrain defendant from marketing under 
said trade-marks, trade-names, and labels any other product not 
made by plaintiff. Defendant, by counterclaim filed with its an- 
swer, claims ownership of the trade-marks, trade-names, and labels, 
and the right to market under the same, a liniment called by the 
same name and having the same curative properties, and seeks in 
this action to restrain plaintiff and its agents and representatives 
from using the same in marketing plaintiff’s product in the United 
States and Canada. 

The case has been heard and submitted upon ex parte affidavits 
and documentary and physical exhibits. Some parts of the several 
affidavits are hearsay and will be disregarded. This is notably true 
of the affidavit of T. J. McManus. Other parts are interpreta- 
tion of documents, or inferences from other facts. These parts also 
will be disregarded, as the court can and will interpret for itself 
documentary evidence and will determine what inferences are 
proper to be drawn from other admitted or proved facts. Some 
of the affiants are obviously testifying to matters not within their 
knowledge, and such testimony, except so far as supported by 
documentary evidence or other facts, is without weight. Paul T. 
Lawrence, in his affidavit verified March 29, 1926, includes certain 
matter which is scandalous and impertinent, and the motion to 
strike the same from the record will be sustained. In considering 
this evidence I have applied thereto the American rules of evidence. 

My findings of fact are the result of a painstaking study of 
all the evidence, particularly the documentary evidence, but, in 
the course of this opinion, I shall not review the evidence in detail 
and shall refer thereto so far only as is necessary to indicate briefly 
my findings with respect to disputed matters. My conclusions of 
law are based upon well-known principles of trade-mark and un- 
fair competition law, as to which there is little conflict in the 
authorities. I shall not, therefore, indulge in any extended dis- 
cussion of the law or review of the adjudged cases. The difficulty 
results from the manner in which plaintiff and defendant have con- 
fused their property rights in marketing this liniment rather than 
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in the determination or application of any novel principle. The 
problem is to make a separation of rights innocently and rightfully 
commingled by mutual consent. 

For many years prior to June, 1880, plaintiff was marketing 
this liniment in France under the legend “Baume Caustique de 
J. E. Gombault, Ex-Veterinaire des Haras de France.” In Eng- 
lish this is “Caustic Balsam of J. E. Gombault, Ex-Veterinary to 
the French Government Studs.” The bottle in which the liniment 
was retailed bore on the cap the words “Baume Caustique” and 
on the neck label the written signature of J. E. Gombault. The 
labels and pamphlets used in marketing it also contained the same 
trade-mark or trade-name. Thus far the evidence may be said 
to be undisputed. The bottle, however, also bore a label as to 
which there is now much dispute. 

During the year preceding June, 1880, plaintiff, through an 
agent, A. B. Dingreville, was making an effort to introduce and 
market its product in the United States and Canada. Strange to 
say, Dingreville’s doings during this period are disclosed more 
fully and satisfactorily than what the present parties did in the 
early years after entering into their treaty. These doings need not 
be reviewed in detail. It is sufficient to say that Dingreville had 
advertised the product in Cleveland and New York, giving ad- 
dresses or places in both cities where it could be obtained. He 
had distributed samples and had sold and demonstrated the prod- 
uct. His dealings, although limited in amount and in territory 
and not resulting in the establishment of a business of any sub- 
stantial volume, were adequate to give this liniment a status in 
local and interstate trade such as would entitle the trade-marks 
and trade-names used therewith to protection against infringers 
and unfair competitors. In other words, a status was established 
such as to entitle plaintiff to occupy the position of the first appro- 
priator of such trade-marks and trade-names. These trade-marks 
and trade-names, if any, were not in June, 1880, purely foreign 
and unknown to any product then being marketed in the United 
States. Dingreville, in the course of his labors, made the acquaint- 
ance of M. J. Lawrence, the founder of the defendant company, 





472 SIXTEEN TRADE-MARK REPORTER 


and on May 25, 1880, sold and transferred to him all the product 
he had in stock, including in such sale the good-will in the business 
of introducing and selling Gombault’s Caustic Balsam in the United 
States and Canada. The documentary evidence shows that Dingre- 
ville had been furnished with labels to be affixed to the bottles, and 
pamphlets or circulars to advertise the product, and these were 
all included by him in his transfer. In my opinion, in June, 1880, 
the status of plaintiff and its liniment in the United States was at 
least as substantial as the business of the Chippewa Springs Cor- 
poration in the Chicago territory when the same was taken over 
by Morand Brothers, which was held, in Morand Bros. v. Chippewa 
Springs Corporation (7 C. C. A.) 2 F. (2d) 287 [15 T. M. Rep. 
303], sufficient to make the former the first appropriator in that 
market. In no respect is this a case of a purely foreign use in 
trade or a trade-mark in conflict with an original and independent 
use of the same or a similar trade-mark in the United States. 

M. J. Lawrence, after acquiring these rights from Dingreville, 
went to France and negotiated with plaintiff the first treaty. It is 
in French, and the translations furnished by the parties differ in 


certain respects. Of these differences, the only one claimed by 
the parties to be material relates to the English rendering of the 
meaning of the words “‘dépot”’ and “‘dépositaire.” ' In my opinion, 


* The substantial difference between plaintiff's and defendant’s trans- 
lation of the agreement dated June 19, 1880, is in the effect to be given 
in English to the French words “depot” and “depositaire.” The affidavits 
of experts seem to indicate that there is no exact equivalent English 
meaning for these words. Certainly “depot” does not mean “exclusive 
selling rights.” On the other hand, neither it nor the word “depositaire” 
as the English equivalent of “agency” or “an agent.” In French, the idea 
of trusteeship attaches to these words. In commerce they are often used 
as the equivalent of “consignment” or “consignee” in English. But the 
true nature of the relationship is fully disclosed by the context of the 
agreement. Lawrence was made American and Canadian distributor of 
plaintiff's product. The only restriction placed on him was that the 
product should be advertised, marked, and introduced as plaintiff’s product. 
Title to the goods passed on delivery, and no control thereafter in other 
respects was exercised. It was more like the familiar distributor in 
America who has an exclusive territory, but buys and pays for his product 
at the factory. That Lawrence so understood the relationship is evidenced 
by his conduct. He later advertised himself as sole and exclusive agent, 
sole importer and proprietor for the United States and Canada, or as sole 
importers or sole agents, indiscriminately and without distinction. Cer- 
tificates to this effect were obtained and advertised under each successive 
contract. The differences in translation are, I think, immaterial. 
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the respective rights and liabilities, as conferred or imposed by 
this treaty, do not depend on the disputed translation of these 
words. The relation of the parties to each other can be easily 
determined from the entire context. The relation created was not 
one of pure agency, but more like the familiar automobile distribut- 
ing agency with an exclusive territory. It was not a mere contract 
of purchase by defendant in France of certain quantities of plain- 
tiff’s product with full liberty to defendant thereafter to sell and 
distribute it under such trade-marks, trade-names, and labels as 
the defendant might see fit to apply thereto. It did not exclude 
plaintiff from any and all interest in or title to the trade-marks, 
trade-names or labels under which the product had been previously 
marketed in France or under which it was proposed thereafter to 
market the same in the United States. On the contrary, it was 
agreed that all labels, circulars, and advertisements would have to 
present the preparation under the name “Baume Caustique de J. E. 
Gombault, Ex-Veterinaire des Haras de France” and that the cap 
should bear the signature of J. E. Gombault. Although these 
words, like the rest of the document, are in French, the dealings of 
the parties show that it was fully contemplated that English equiva- 
lents might be used, and it is so stated in the two renewal treaties. 
It is further stipulated that, although Lawrence was only a selling 
agent, or, as defendant contends, had exclusive selling rights, plain- 
tiff authorized him to carry on the labels, circulars and advertise- 
ments, the title of sole proprietor for the United States and Canada, 
but without giving him the right thereto as against plaintiff, who 
was granting him the privilege to make placement easier; also that 
in the event of Lawrence’s death, his representatives were not 
obliged to continue the exploitation of the product, but plaintiff 
might grant the same rights to any other person, in which event 
it was to have an exact and complete list of all customers for Caustic 
Balsam, together with prices and conditions made to each. 

Without examining this treaty more in detail, it is sufficient to 
say that the parties created a relationship more or less fiduciary in 
its nature; that while Lawrence bought and paid for the product 
in France and had exclusive control of its sale and distribution 
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in the United States, it was none the less to be traded in at all 
times as the plaintiff's previously known and established prepara- 
tion; that plaintiff, even if granting exclusive selling rights, was 
doing so for the purpose of continuing such trade and preserving 
such good-will as had previously been established by its agent 
Dingreville, and also for the purpose of introducing its product 
into the United States and Canada and building up a reputation 
for it in that market. The intention is plainly evidenced to safe- 
guard in the plaintiff its ownership of its trade-marks, trade-names, 
and trade labels under which its product was thus introduced in 
that market. A fixed intention is disclosed to preserve the identity 
of that product as plaintiff's. It was clearly the mutual expectation 
that when the contract ended, plaintiff should have the same status 
in the American and Canadian market as it would have been en- 
titled to had plaintiff itself introduced and sold the product under 
these marks. This being so, such trade-marks, trade-names, and 
labels as the plaintiff applied, or required the defendant to apply, 
to that product, or which the parties then or thereafter mutually 
agreed to apply thereto for the purpose of identifying said product 
while thus being introduced and marketed, became and remained 
plaintiff's property. 

This conclusion is in accordance with settled legal principles. 
The rule that a trade-mark has no existence in gross, does not pre- 
vent the manufacturer of a product from applying thereto trade- 
marks under which jobbers may sell it. It is immaterial that the 
title passes to the jobber at the factory or abroad in order that the 
product may have the protection and benefit of identifying trade- 
marks, trade-names, or labels applied thereto by the maker, or 
which he requires should be applied thereto by the seller, or which 
may be mutually agreed upon to be applied for the purpose of 
certifying to the origin, identity, and genuineness of the product. 
If the contractual relations between the parties had ended in 1885, 
it is highly improbable that defendant would have made the all- 
absorbing contentions now put forth. It would be difficult to per- 
ceive on what basis defendant would then have had the right to 
exclude plaintiff's product from the market in the United States 
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and Canada, except on condition that other and different trade- 
marks, trade-names and labels were adopted or that defendant 
might market under those names in place of plaintiff's product a 
spurious or counterfeit product not made by plaintiff. If such 
were the situation in 1885, no change is effected as a result of the 
lapse of time, and it is interesting to note in passing that not until 
the year 1924 did defendant imbibe the notion that any such change 
had occurred.’ As supporting these conclusions, see Morand Bros. 
v. Chippewa Springs Corporation, supra; Société Du Filtre Cham- 
berland Systeme Pasteur v. Pasteur Chamberland Filter Co., deci- 
sion by Judge Hollister, Southern District of Ohio, 1918 [8 T. M. 
Rep. 298]. Plaintiff's situation seems not to be more unfavorable 
to the owner of the foreign trade-mark than that under considera- 
tion in Sazlehner v. Eisner, 179 U. S. 19. 

Aside from the use of the words “Gombault’s Caustic Balsam” 
the main controversy involves the label applied to the bottles in 
which the product was retailed. This label has a red background, 
with a panel showing a drawing of a landscape in which there is 


a jockey mounted on a race horse, turning back to a man leading 
a lame and sick horse, and holding in his hand a bottle. This is 
called in the affidavits the jockey design. It was registered by 
plaintiff in France as a trade-mark October 19, 1882, and the regis- 


1That the new treaties, both in English, dated August 30, 1899, and 
September 1, 1913, do not and were not intended to change the relation- 
ship previously existing, particularly with respect to trade-marks, trade- 
names, and labels, is, I think, quite clear from the terms of the treaties 
themselves. The grant of right is expressed as “continue to concede * * * 
the exclusive right and control.” Both treaties state that the treaty in 
the past has been carried out to the satisfaction of both parties and that 
the new treaty “is to be on the same friendly terms and conditions.” The 
presumption is strong that the treaty is being renewed on the same terms, 
except so far as expressly modified. An intention to transfer plaintiff's 
interest in the trade-marks, trade-names, and trade labels whereby its 
product had been introduced and marketed and became known, is not 
to be inferred in the absence of definite language. It is a continuance 
of consent to a form of bottle and label and not a transfer thereof which 
the parties have written down. It is highly significant that defendant 
never understood its right otherwise until in the latter part of 1924, after 
having tried unsuccessfully to buy at a large price the rights which it now 
asserts in this litigation. The practical construction given by parties to 
agreements during the performance, is always regarded as of great value 
in ascertaining the true intent of a contract. 
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tration has been renewed from time to time ever since. It has not 
been registered by plaintiff in the United States and so far as the 
record shows, no attempt so to register it has been made by plain- 
tiff. Defendant in 1905 registered this jockey design, together 
with the words ““Gombault’s” above, and ‘Caustic Balsam” below, 
the design, as a trade-mark in the United States. The only differ- 
ence between the two designs is that in plaintiff's the farm build- 
ings in the background are of a Norman type of architecture, and 
in defendant’s of an ordinary American farm type. Plaintiff like- 
wise registered in France, on October 19, 1822, another trade-mark 
referred to in the record as the prancing horse design, although 
the description thereof in the first registration (Defendant’s Ex- 
hibit A) is not of the prancing horse, but of the landscape with 
the jockey design. 

The origin of this jockey design is not clearly shown. Both 
plaintiff and defendant claim to have first originated and made use 
of it. The labels used by plaintiff on its bottles and by Dingreville 
in the United States prior to June, 1880, are not produced. Of 
the witnesses, only one, Madame Berthe Gombault, was alive or 


old enough in June, 1880, to know anything on the subject. She 
says that this is the label under which the product had always 
been made and sold prior to 1882, as well as after that date. As 
no one is in a position to dispute her statement, it ought not, stand- 


ing alone, to be accepted as sufficient to carry a burden of proof. 
One must look to other documentary evidence and if it does not 
support her contention, it ought not to be accepted. Defendant, 
as early as the beginning of 1881, used its present form of label 
with the American barn in the background. It also used in some 
of its advertisements the design with the Norman type of barn; 
hence defendant’s contention that it first originated and used the 
design is much weakened. This dispute can, I think, be solved by 
reference to other aspects of the testimony. 

Plaintiff, by article 14 of the treaty, had obligated itself not 
to make shipments under any form or in any manner, of Caustic 
Balsam to the United States and Canada, and also declared its 
willingness to prevent shipments from France to Canada, and give 
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the most friendly protection without assuming responsibility, so 
that there should exist no competition with the defendant in the 
handling of the liniment. The correspondence shows that as early 
as September, 1880, other persons were buying the product in 
France and England and bringing it into the United States. It 
was then that plaintiff and defendant made efforts to prevent this 
interference with defendant’s exclusive selling rights by changing 
its labels and trade-marks. It undoubtedly adopted for this pur- 
pose and for use in Great Britain and elsewhere, if not in France, 
the prancing horse design. It was for this purpose that such 
design was produced and registered and it was at this date that 
this design was originated. ‘The object was to prevent unfair 
traders from procuring the product abroad and bringing it into 
the United States, thereby violating the letter and spirit of article 
14. All the evidence on this subject has been carefully considered. 
I find myself unable to agree with defendant’s contention that the 
prancing horse design was plaintiff's original label and trade-mark, 
and that it was the one which had been used by plaintiff and 
Dingreville. I am convinced that the contrary is the fact, and that 
the present jockey design was developed from plaintiff's pre- 
existing label, and that the differences therein are probably due to 
the work of the engraver to give the label a more distinctively 
American appearance. 

Even if this be not true, the parties undoubtedly by coopera- 
tion developed this label and design for the purpose of identifying 
plaintiff’s product in the markets of the United States and Canada 
and of distinguishing it from plaintiff's product as sold and dis- 
tributed in England and elsewhere. The later agreements recite 
that plaintiff has consented to a form of bottle and label for the 
exclusive sale in the United States and Canada. A label thus 
originated and mutually agreed to for this purpose must, in view 
of the relations established between the parties by their original 
contract, attach to the product to the same extent as the agreed 
markings of the cap and neck of the bottle. It is impossible to 
disassociate the design from the product itself as a certificate of 
origin and genuineness. It is impossible to limit it to an identifica- 
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tion of defendant as a person or place from which the product 
could be obtained. It would be unfair to permit the defendant to 
sever this design from the only product to which it was ever ap- 
plied or which it ever did or can identify, and associate it with a 
spurious or counterfeit product. It is undoubtedly the law that 
a selling agent may add a trade-mark of his own to identify him- 
self as the person or his shop as the place from which a certain 
product can be obtained. In the litigation over “Hunyadi Janos” 
as a trade-mark, Saxlehner had permitted his selling agent, the 
Apollinaris Company, to add a separate identifying mark, but all 
the marks which were affixed to the bottles to identify Saxlehner’s 
product were protected in his suit against others. So in this case, 
the label with its jockey design cannot be regarded as a private 
or superadded mark of the defendant merely to indicate the place 
of business of the selling agent. Its identification with the product 
is as complete as are the words “Gombault’s” and “Caustic Bal- 


> 


sam. 


In my opinion, the title to and right to use the jockey design 


separately or in connection with the words “Gombault’s Caustic 
Balsam” are with the plaintiff. However, even if the title thereto 
were not with the plaintiff, it would still be unfair trade and com- 
petition for the defendant to apply the same to another and differ- 
ent product not made or produced by plaintiff with which the same 
never had been associated. In the last situation the plaintiff might 
not have the right to use this design, but the defendant would 
likewise not have the right to use it, except in connection with the 
original and genuine product with which it had always been asso- 
ciated. 

As already said, in the early part of 1925 the contractual 
relation between the parties was cancelled and terminated by mu- 
tual consent. Defendant’s claim that because it had exclusive sell- 
ing rights during this prolonged period, had spent large sums of 
money in advertising and building up a market under those trade- 
marks for the product, and had identified itself in that territory 
with the retail trade as the only person from whom this product 
could be obtained, it is now entitled to use and apply these trade- 
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marks to another and different product, cannot be admitted. These 
contentions are too absorbing. A term contract to sell another’s 
goods cannot thus be made the means of taking from the owner 
the right to have his goods back unimpaired at the expiration of 
the contract. 

Defendant now claims that Gombault’s formula is not a secret, 
as it was led to believe until the year 1924, at which time it sought 
to buy it for a large sum of money. It now claims that as a result 
of analysis, the formula is well known and that it has itself analyzed 
the product and has been able to produce a liniment which upon 
test has been found to have the same curative properties. All this 
may be conceded. If defendant has not obtained knowledge of 
plaintiff's formula surreptitiously and as a breach of faith, but in 
the same manner that such knowledge might have been acquired 
by others, it may, of course, make and sell that liniment. What 
defendant may not do is to make and sell that liniment under trade- 
marks or trade-names, or labels and dress which directly or indi- 
rectly represent or imply that it is plaintiff's original and genuine 
product. It would be a fraud, not only on the plaintiff but on 
the public to permit defendant to sell under trade-marks, trade- 
names, or labels always associated with the plaintiff's product any 
other not prepared and compounded by the plaintiff. It is no 
answer to say that one is as good as the other. Defendant’s right 
to sell another’s product, having the same characteristics and the 
same curative properties, is precisely the same and no greater than 
was accorded in Baglin v. Cusenier, 221 U. S. 580 [1 T. M. Rep. 
147], in the matter of the right to sell “Chartreuse.” Any adver- 
tising or labeling by defendant of its product as having the same 
qualities or curative properties of Gombault’s Caustic Balsam must 
be limited in accordance with the principles therein stated. 

Defendant’s contention that plaintiff consented to the regis- 
tration by it of the words “Gombault’s Caustic Balsam’ and the 
jockey design as a trade-mark, or at least ought to have known 
of such registration and is estopped, is, I think, without substance. 
In the first place, the rights acquired by defendant were such that 
it probably had the right to register in the United States trade- 
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marks belonging to plaintiff, in order to protect defendant’s exclu- 
sive selling rights. See Scandanavian Bldg. Co. v. Asbestos Co. 
(2 C. C. A.) 257 Fed. 937 [9 T. M. Rep. 136]. In the second 
place, there is no evidence that plaintiff consented to such regis- 
tration or even knew that the defendant had registered anything. 
The label, with this design, is marked “Registered” in the early 
80’s, at a time even before it was registered in France, and at a 
time when it had not been registered by anyone in the United 
States. Such a notation would more naturally be attributed by 
the plaintiff to its own registration than to any independent act 
of defendant. The addition of the words “U. S. Patent Office” 
during a later period are not a sufficient basis to support a finding 
of consent or of estoppel. The relations between the parties were 
so nearly fiduciary that any adverse or hostile claim of right in 
defendant as against plaintiff, would have to be open and notorious 
in order to have any weight or effect. 

From the foregoing views it results that plaintiff is entitled 
to an injunction and an accounting. The terms of the injunction 
will need to be carefully settled. In broad outline, it may be said, 


defendant should be enjoined from selling or advertising or offering 
for sale any preparation not of plaintiff's manufacture, under the 
name “Gombault’s Caustic Balsam,” or any imitation thereof, or 
under the trade-mark or label referred to herein as the jockey 
design, or any imitation thereof, and from using the words “Gom- 
bault’s Caustic Balsam” or the signature “J.” or “J. E. Gom- 


bault,” or said trade-mark or label with such design, or any imita- 
tion thereof, in marketing any other or different product. 
Defendant’s counterclaim remains to be considered. It results 
from the views herein expressed that it will in large part be dis- 
missed. No decree entered herein can affect adversely any rights 
of Robert Schnabel or the Schnabel Medicine Corporation, as they 
are not parties and are not within the jurisdiction of the court. 
Plaintiff, however, in answer to said counterclaim, admits that it 
has entered into an agreement to have its preparation advertised 
and sold in the United States and Canada; that its agent has sold 
and offered for sale, bottles of Caustic Balsam of the form and 
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type of Defendant’s Exhibit 25; and that said bottles have been 
packed in cardboard cartons such as shown by said Exhibit 25. 
These cartons are similar in size, shape, color, and appearance to 
cartons formerly used by defendant, and contain an advertising 
leaflet which is a substantial reproduction of one used and dis- 
tributed by defendant. These admissions imply responsibility on 
the part of plaintiff for the conduct of its said agents and import 
an intention to commit like acts in the future unless restrained. 
As a result, I am of opinion that defendant is entitled to an 
injunction, despite the absence of the other parties, in so far as 
plaintiff uses or intends to use cardboard cartons similar to Defend- 
ant’s Exhibit 25, and said enclosed leaflet. Defendant is not en- 
titled to an injunction against the bottle or any of the matter 
appearing thereon. This carton was developed by defendant for 
its exclusive use in distributing plaintiff's product in the United 
States and Canada. It is not part of the trade-mark, trade-names, 
or label of plaintiff. Defendant may not itself use it without con- 
forming the advertising matter thereon to the findings and con- 
clusions already stated but these limitations upon its right to use 
do not confer upon the plaintiff any right to appropriate to its 
exclusive use a distinctive carton developed and designed by the 
defendant and used exclusively by it in its trade. Nor does any- 
thing appear to indicate that said leaflet is not the exclusive pro- 
duction and property of the defendant. If all or some part thereof 
is a translation or digest of printed matter originally designed by 
plaintiff for use by defendant in marketing plaintiff's product, then 
the burden was on it to so show. It is not so shown. A decree 
will be entered in conformity to the views herein expressed. An 
accounting, if desired, will be ordered. No judgment will be en- 
tered for costs. 

Nore.—In this decision, Judge Westenhaver refused to follow the 
decision of Judge Hand, in the case of Waldes & Co. v. International 
Manufacturers Agency, Inc. [7 T. M. Rep., p. 7]. In that case a proceed- 
ing for cancellation had been instituted, and the cancellation was ordered 
on the default of the registrant, after the decree in the suit was entered. 


The question, therefore, of the effect of such a provision in the decree 
is still an open one.—Eb. 
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On Settlement of Decree 
September 13, 1926 


WeEsTENHAVER, D. J.: Counsel have submitted draft decrees 
and written arguments, and also have been heard orally. Neither 
decree embodies accurately my views as to what a decree should 
contain in order to conform to the written opinion heretofore filed. 
Accordingly, a decree has been prepared for that purpose by me 
and duly entered, copies of which will be furnished by the Clerk. 

This is a case in equity. No special findings of fact are re- 
quired or should be made. If an appeal is taken, the cause will 
be heard de novo, and the appellate court can and will make its 
own findings of fact. It is only when the decision below in an 
equity case turns upon conflicting evidence and the credibility of 
the witnesses that any importance can be attached to the findings 
of the trial court, and then only when the testimony has been heard 
in open court. In this case no testimony of any moment was taken 
in open court, so that, upon appeal, all questions of fact as well 
as law will be open for re-examination upon equal terms to both 
parties. 

An accounting of profits and damages will be ordered. Upon 
finding infringement of a trade-mark or of a patent, the injured 
party is as of course entitled to such an accounting, and the same 
is usually true in a finding of unfair trade or competition. To 
justify the court in departing from this course, it is necessary that 
the court should be affirmatively satisfied that no recovery is rea- 
sonably probable which will justify the labor and expense of 
stating an account. In this case I am not able to make such a 
finding. All of defendant’s sales of a product not of plaintiff's 
manufacture, now complained of, were made under the trade-mark, 
design, or label, although it may be certain names or parts thereof 
were omitted, and hence this is not the case of merely unfair trade 
or competition in which are found so many difficulties in stating an 
account, as often to justify a refusal to order one. 

The form of the order of reference is according to the stand- 
ard and proper practice. All questions as to the accounting period, 
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the rules of law for ascertaining profits or damages, and what 
sales should or should not be included, are, in the first instance, 
for the special master to determine, and will be later reviewed. 
At this time it is not proper to give more specific directions or 
instructions. 

No reason is perceived why the territory of Canada should 
be excluded from the injunction. No different situation with re- 
spect to plaintiff's and defendant’s trade in that territory is per- 
ceived from what it is in the United States. Certainly, the fact 
that defendant had plaintiff's product shipped to defendant direct 
from France to Canada, instead of having it first shipped to the 
United States and then re-shipped by defendant to Canada, is not 
a material difference. This court has jurisdiction of the parties 
and may, therefore, pass a decree binding upon them everywhere. 

Defendant has the right to use the term “Caustic Balsam” 
as a generic and descriptive term. As stated in my former opinion, 
what it may not do is to market and sell the same as and for 
plaintiff's product. If hereafter, in marketing a product not of 
plaintiff's production, it makes use of that term, it will be neces- 
sary to do all that the law requires to avoid conveying the impres- 
sion that it is the Caustic Balsam hitherto made by plaintiff and 
marketed by defendant. It is for this reason only that the quali- 
fication has been added as requested by defendant, to the injunc- 
tion. 

Cancellation of defendant's registration of the trade-mark in 
question will not be ordered. In the first place, such relief is 
beyond the scope both of the allegation and prayer of the bill. In 
the second place, this court has not jurisdiction of the Commis- 
sioner of Patents and no power to pass a decree binding upon him. 


On Petition for Rehearing 
October 12, 1926 


Due consideration has been given to defendant’s petition for 
rehearing. The points urged in support were not overlooked. Nor 
am I persuaded that any modification is required in the opinion 


already filed. 
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The judgment, as well as the reasoning, in Fisk v. Fisk 
Teachers’ Agency, 8 F. (2d) 7 [15 T. M. Rep. 147], meets with 
my approval. The principles stated, however, do not control this 
case, nor persuade me that my appreciation of the facts of the 
present case is wrong in any respect. An agreement by one person 
that another may use the former’s name in an agency, performing 


only personal services, is quite a different proposition from a con- 
tractual relation pertaining to the introduction, marketing, and dis- 
tribution of one’s product. It may be that plaintiff's predecessor 
had not established its business in the United States on as sound 
a basis as the Chippewa Springs Company had in the case cited in 
my opinion. It still remains true, however, that the plaintiff's 
product and trade were not foreign to the United States and that 
plaintiff was making efforts to establish a trade and its trade-name 
and labels at the time the parties created their relationship. If 
plaintiff had permitted or licensed defendant to use its trade-name, 
labels, and trade-marks in the United States, under which it might 
market another and different product, we might have a situation 
somewhat analogous to the Fisk Agency case. But what the parties 
did was to create a relationship somewhat fiduciary in character, 
if not that of principal and agent, to continue on a new basis the 
efforts the plaintiff was previously making to establish a trade in 
the United States. In the final analysis, the case turns on the con- 
tractual relationship thus created with respect to the trade in plain- 
tiff’s product in the United States and the identifying labels which 
it was originally agreed should be used or which, by mutual con- 
sent, were later in fact used to identify the product. Upon the 
termination of that relationship, I am convinced that defendant can- 
not exclude plaintiff's product from the United States, and may not 
deprive plaintiff of its right to use in the United States to identify 
its product the trade-name, labels, and trade-mark thus agreed 
upon. Much less may defendant use the same in marketing a prod- 
uct of another and different origin. Upon reexamination of my 
original opinion, I am content both with its reasoning and with the 
conclusion reached. The petition for rehearing will be denied. 
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Fuintxote Co. v. Puiie Carey Co. 
United States Circuit Court of Appeals, Seventh Circuit 
June 9, 1926 





TrapE-Marks—Unrair ComMpeTITION—INJUNCTION—WHEN GRANTED. 
To justify temporary injunction in suit on patent or license 
agreement, or to enjoin unfair competition, case should be clear and 
free from reasonable doubts. 
SameE—SamME—APPEAL AND Error. 
Before reversing ruling refusing interlocutory injunction, record 
on appeal must disclose improvident exercise of judicial discretion 
or violation of some rule of equity. 
Same—SaME—INJUNCTION. 

Trial court, in passing on application for interlocutory injunc- 
tion, was, upon the facts disclosed, justified in asking that all proof 
be offered to determine character of relief ordered. 


















In equity. From an order refusing an interlocutory injunc- 


tion, plaintiff appeals. Affirmed. 





A. F. Reichmann, of Chicago, Ill., for appellant. 
Henry Russell Platt, of Chicago, Ill., and Alfred C. Cassatt, 
of Cincinnati, Ohio, for appellee. 






Before Evans, Pace, and Anperson, Circuit Judges. 






Per Curiam: Should this court disturb the ruling of the 
District Court in refusing to grant an interlocutory injunction, 





sought upon affidavits, exhibits, and pleadings? The District Judge, 





in passing upon the question, said: 





“After carefully reading the pleadings and supporting affidavits herein, 
and after considering the arguments of counsel, the court cannot declare 
that the right of the complainant is so free from doubt as to warrant 
the issuance of a preliminary injunction. The court cannot injure the 
business of the defendant by practically arresting its business in advance 
of a final hearing. 

“The injuries complained of have been going on admittedly since the 
Ist of January, 1925. The financial ability of defendants to respond in 
damages has not been questioned. 

“No proceedings have been instituted by complainant to restrain the 
defendants from infringing upon their rights growing out of their letters 
patent, and so, without passing upon the ultimate rights of the parties 
herein, the court denies the application for a temporary injunction.” 














Many interesting questions have been very ably argued in 





the briefs of respective counsel, and their solution challenges our 
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interest and invites a discussion. After careful consideration of 
all of them, we are convinced that it would be a mistake to decide 
any of them upon the record before us. Certainly several of them 
cannot be disposed of finally without 2 full trial on the merits. 

Our duty is well defined in Meccano, Limited v. John Wana- 
maker, 253 U. S. 136, 40 S. Ct. 463, 64 L. Ed. 822 [10 T. M. Rep. 
312]; Standard Elevator Co. v. Crane Elevator Co., 56 F. 718, 6 
C. C. A. 100; American Cereal Co. v. Eli Pettijohn Cereal Co., 
76 F. 372, 22 C. C. A. 236. 

To justify the issuance of a. temporary injunction in a suit 
brought on a patent, or a breach of a license agreement, or to enjoin 
unfair methods of competition, plaintiff's case should be a clear 
one, free from reasonable doubts. Before the District Court’s 
ruling will be reversed, the record on appeal must disclose an 
improvident exercise of judicial discretion or a violation of some 
rule of equity. 

Upon all three of plaintiff’s theories we are convinced that 
the trial judge could fairly say he was not satisfied to act upon 
the affidavit and exhibit proof made in the court below, but was 
entitled to hear the parties and their witnesses in open court before 
he finally determined whether any relief should be granted the 
plaintiff. And in case the plaintiff was entitled to relief, the court 
was also justified in asking that all the proof be offered that he 
might determine the character of the relief he should order. 

The order is affirmed. 





VIBROPLEX CO., INC. V. J. H. BUNNELL & CO. 


Visropiex Co., Inc. v. J. H. Bunnett & Co. 
(13 Fd. 2, 528) 


United States District Court, Southern District of New York 
June 21, 1926 


Trape-Marks—Unrair Competition. 

The word “Bug,” as applied to telegraph instruments, held a 
descriptive term in common use, and not susceptible of exclusive 
appropriation. 

Same—Same—Name or Patent—Povsuict Juris. 

When patent expires, name of patented thing becomes publici 
juris. 
In equity. Suit for unfair competition. Decree for defend- 
ant. 


Murray Corrington, of New York City, for plaintiff. 
Philip Farnsworth, of New York City, for defendant. 


Winstow, District Judge: This is an action in equity to 
restrain the defendant from the use of the word “Bug” as applied 
to telegraphic sending machines. Plaintiff also alleged unfair busi- 


ness competition, but that was withdrawn from consideration. The 
only material question is the validity of the registered trade-mark. 

I am convinced that the evidence justifies the conclusion that 
the word “Bug,” as applied to telegraph instruments, is a generic 
name in common use, and has been for many years, among oper- 
ators, to characterize the vibrating horizontal arm for the semi-au- 
tomatic production of code dots, as distinguished from the Morse 
key, requiring a separate motion of the operator’s hand for each 
dot. This vibrating or fluttering arm, because of its aptness, prob- 
ably suggested the name “Bug.” In any event, the great prepon- 
derance of evidence is to the effect that the word is a descriptive 
term in common use in the particular calling. 

When the patent expired, the name of the patented thing 
becomes publici juris. Singer v. June, 163 U. S. 169, 16 S. Ct. 
1002, 41 L. Ed. 118. I do not think that the word “Bug,” as 
applied to the instrument in question, by itself is now susceptible 
of exclusive appropriation. 

Decree for the defendant. 
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Strocop Reatty Co., INc., eT AL. v. Marre ANTOINETTE Horet Co. 
New York Supreme Court, Appellate Division, First Department 
July 6, 1926 


Trape-Marks—Unrair ComPeTITION. 

Appropriation and exclusive use of name in connection with hotel 
for eight years held to make name appurtenant to premises and entitle 
owner to protection in its use. 

Same—Same—Name or Horer—Conveyep witH Property. 

Under Real Property Law, § 255, absolute conveyance of hotel 
property, described by metes and bounds, with appurtenances, and 
all grantor’s rights and interest. therein, though not specifically includ- 
ing name of hotel, in absence of reservation, conveyed exclusive right 
to use such name. 

Same—Same—RicGut to Use Name Expres with Lease. 

Under lease of hotel, giving lessee exclusive right to use name 
applied to hotel for term of lease, right to use such name to revert to 
lessors on termination of lease, held, that lessor’s right to use name 
was mere temporary license, which expired and reverted to owners of 
premises on termination of lease. 

Same—Same—Same—RiGut To Cancer ANoTHER’s REGISTRATION. 

Owners of hotel, who acquired valuable property right in hotel 
name, held entitled to have registration of such name by another with 
secretary of state canceled. 


Action for unfair competition. From a judgment for defend- 
ant on the decision of a referee, dismissing the complaint on the 
merits, plaintiffs appeal. Reversed, and judgment entered for 
plaintiffs. 


Hays, Hershfield §& Wolf (Ralph Wolf, of counsel, and Henry 
Abelson, on the brief), all of New York City, for appel- 
lants. 

Middlebrook § Sincerbeauxr (Percy F. Griffin, of counsel), 
both of New York City, for respondent. 


Before Crarke, P. J., and Merrett, Fincu, Martin, and 


Waener, JJ. 


Waener, J.: This action was brought to enjoin the defendant 
from using the name Marie Antoinette, or any simulation thereof, 


in connection with a hotel, and to secure relief specified in the com- 
plaint. The facts in this record are practically undisputed, and 
the only question before the court is one of law. 
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In 1893 one William L. Flanagan owned the premises at the 
northwest corner of Sixty-sixth Street and Broadway. During the 
years 1893 and 1894 he erected a building upon these premises, 
which was specially constructed for the purposes and uses of a 
hotel. During the course of construction Mr. Flanagan determined 
to adopt and to appropriate the name “Marie Antoinette’ to desig- 
nate this hotel building, and with this purpose in view caused such 
name to be cut into the stonework over the entrance to the building, 
where it still remains. The initials ““M. A.’’ were wrought into 
the design of the ornamental iron gates and grill work at the en- 
trance to the building, all of which are still in place, and these 
letters were upon all the doorknobs, upon the iron gratings and 
the elevator doors, upon the lighting fixtures and decorations, and 
on other parts of the building. When completed, the building was 
an eight-story structure, containing approximately 159 guest rooms, 
excluding bathrooms, and was in all other respects fully and ade- 
quately equipped for the operation of a first-class hotel. It was 
completely furnished by Mr. Flanagan, the linens being imported, 
and having a crest, with the initials ““M. A.” woven therein, and 
the dishes and furniture were also marked with the same letters. 
After some advertising, the hotel was opened to the public by Mr. 
Flanagan on October 11, 1894, and for the succeeding eight years, 
and until October 12, 1902, he or his representatives conducted the 
establishment as a hotel. During this period it was the only hotel 
in New York known by that name. 

On July 19, 1901, said Flanagan, the owner, made a deed of 
his property, including the Hotel Marie Antoinette, to certain 
trustees, under which deed the trustees became the owners in fee 
of said hotel premises and the owners and proprietors of the hotel 
business. This deed was accompanied by a declaration of trust, 
which provided, among other things, that the trust deed should 
become void upon the death of William L. Flanagan. This occurred 
on January 18, 1903. Prior to 1903 there was a vacant lot to the 
north of the Hotel Marie Antoinette, at the southwest corner of 
Sixty-seventh and Broadway, which lot, together with the Hotel 
Marie Antoinette building just described, covered the entire front- 
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age on the westerly side of Broadway between Sixty-sixth and 
Sixty-seventh Streets. The Sixty-seventh Street lot was owned 
by a New York corporation known as the Boulevard Corporation. 

On February 19, 1902, a lease for 21 years was made between 
Albert R. Keen, as lessee, and William L. Flanagan, personally, 
and the Flanagan trustees under the deed of trust, as lessors, cover- 
ing the Sixty-sixth Street premises, together ‘“‘with the building 
thereon erected, known as the Hotel Marie Antoinette, together 
with the right to the party of the second part [lessee] to the ex- 
clusive use of the name ‘Marie Antoinette’ for the purposes of 
said hotel, together with all the personal property therein con- 
tained [ an inventory of which was annexed, signed by the parties], 
with the appurtenances, for the term of 21 years from the Ist day 
of October, 1902.” Among other provisions, this lease contained 
the following: 


“It is hereby agreed between the parties hereto that connections may 
be made between the said premises and the adjoining building to be erected 
on the north thereof, in such locations as the said party of the second part 
[lessee] may deem desirable, but on plans submitted to the parties of the 
first part by the party of the second part and approved by them: Pro- 
vided, however, and it is hereby agreed, that the above leased premises 
shall be restored to their original condition by and at the expense of the 
party of the second part at the expiration or earlier termination of this 
lease or a renewal thereof. 

“It is further agreed by and between the parties hereto, at the ter- 
mination of this lease, or any renewals thereof which may be agreed upon, 
that the name ‘Marie Antoinette’ and the right to use the same shall re- 
vert to and become the sole property of the parties of the first part 
[lessors], their successors or assigns. * * * 

“And the said party of the second part [lessee] further covenants and 
agrees to use said premises for the purposes of a first-class hotel and for 
no other purpose.” 


By another instrument in writing, bearing the same date as 
this lease, executed by the trustees and Flanagan, as parties of the 
first part, and said Albert R. Keen, as party of the second part, 
it was provided as follows: 


“Whereas, as an inducement to the parties of the first part to make 
and enter into said lease with the party of the second part, the said party 
of the second part hereby agrees to procure a lease of premises adjoining 
the demised premises on the north [Sixty-seventh Street premises], upon 
which a 12-story hotel is to be erected, which said lease, together with 
the lease of the Hotel Marie Antoinette, are to be assigned to a company 
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or corporation to be organized by the said party of the second part on 
or before October 1, 1902: * * * 


“Now, therefore, for and in consideration of one dollar, * * * the 
parties of the first part hereby consent to the assignment of the lease of 
said Hotel Marie Antoinette by the party of the second part to the said 
corporation so to be formed. 

“The said party of the second part hereby agrees to organize and in- 
corporate said corporation on or before October 1, 1902, and to assign the 
lease of said hotel Marie Antoinette, together with the lease of the afore- 
said adjacent premises to said corporation. 

“The party of the second part further agrees that upon the organiza- 
tion of said corporation he will procure said corporation to accept assign- 
ments of said leases and to assume and agree to pay the rents reserved 
therein and to keep and perform all the covenants therein contained, and 
contained in this agreement.” (Brackets ours.) 

Mr. Keen complied with the provisions of this agreement, and 
obtained a lease for 21 years of the Sixty-seventh Street premises, 
which, on March 4, 1902, he assigned to the defendant herein, Marie 
Antoinette Hotel Company. To this company he also assigned the 
lease of “Hotel Marie Antoinette” (the Sixty-sixth Street prem- 
ises), by an assignment jointly executed by Keen and the defendant. 
By such instrument the defendant does “assume and agree to per- 
form, fulfill, and carry out the agreements, covenants, conditions, 
and provisions which in said indenture of lease are by the said 
Albert R. Keen agreed to be performed.” It is therefore apparent 
that, when the lease was made, defendant’s assignor, and thereafter 
defendant, had notice and expressly agreed that their right to use 
the name “Marie Antoinette’’ would cease and terminate at the 
end of such lease. 

From and after October 1, 1902, the defendant hotel company 
managed and operated the “Marie Antoinette Hotel,” established 
at Sixty-sixth Street and Broadway. About April 15, 1903, a 12- 
story hotel building having been erected on the Sixty-seventh Street 
premises, adjoining the “Marie Antoinette Hotel,” connections were 
made between the two structures, and the new building was adver- 
tised and announced as ‘“‘a new addition to the Hotel Marie An- 
toinette.” The two buildings were jointly operated by the defend- 
ant as the “Marie Antoinette Hotel” until October 1, 1923, when 
the lease covering the original “Marie Antoinette Hotel” premises 
expired, and was not renewed. 
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Since October 1, 1923, the defendant corporation has continued 
operating a hotel in the structure at Sixty-seventh Street and Broad- 
way, and in connection therewith is using the name “Marie An- 
toinette.”” An electric sign, about 6 feet high by 30 feet long, illu- 
minated at night and displaying the name “Marie Antoinette,” has 
been maintained on the roof of the defendant’s Sixty-seventh Street 
building. The defendant has distributed and used stationery desig- 
nating such premises as the “Marie Antoinette Hotel.” Defendant 
has caused the name “Marie Antoinette Hotel,’ with the address 
of its premises, to appear in the telephone book. The stationery 
used by defendant after October 1, 1923, contained pictures pur- 
porting to show that its hotel covers the entire Broadway block 
between Sixty-sixth and Sixty-seventh Streets. Confusion has 
necessarily resulted in the delivery of mail, and prospective guests 
and others have been mistaken as to which of the two buildings 
is the Hotel Marie Antoinette. 

The plaintiffs Stogop Realty Company, Inc., and Aloumor 
Realty Corporation are the owners in fee of the Sixty-sixth Street 
premises, each owning an undivided one-half thereof, and claim to 
be possessed of all the right, title, and interest of William L. Flana- 
gan, the original owner, by reason of certain conveyances to them 
hereinafter described, the lease of December 19, 1902, and the 
undisputed facts in evidence, and in consequence to have the exclu- 
sive right to the use of the name “Hotel Marie Antoinette.” By 
this action they seek permanent injunction against the use by de- 
fendant of such name, or any simulation thereof, in connection 
with a hotel. 

William L. Flanagan, upon his death on January 18, 1903, 
left a will, which was duly probated, in which he devised one-half 
of his property to his son, William L. Flanagan, Jr., and the other 


one-half thereof to trustees named in his will. By mesne convey- 


ances, which we deem unnecessary to enumerate, an undivided one- 
half of the Sixty-sixth Street premises was eventually conveyed to 
the plaintiff Stogop Realty Company, Inc., by a conveyance dated 
January 25, 1921, and the other undivided one-half of said premises 
was eventually conveyed to the plaintiff Aloumor Realty Corpora- 
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tion by a conveyance dated April 11, 1921, since which respective 
dates these plaintiffs have been the owners in fee of such premises. 
To them the defendant Marie Antoinette Hotel Company thereafter 
paid the rent reserved under the lease dated February 19, 1902, 
until its expiration on October 1, 1923. The Aloumor Realty Cor- 
poration also obtained an assignment to it of the said lease of Feb- 
ruary 19, 1902. As the property had been conveyed, with the 
appurtenances, without reservation, even without such formal as- 
signment of lease, the deed effectually transferred all the grantor’s 
rights in and under the unexpired lease. Real Property Law, § 
223; Proctor Troy Properties v. Dugan Store, 191 App. Div. 685, 
181 N. Y. S. 786. 


The deeds of conveyance in the chains of title to the said 
plaintiffs conveyed the Sixty-sixth Street premises by metes and 
bounds, and do not specifically describe the premises as the “Hotel 
Marie Antoinette,’ nor do any of said deeds by specific words 
grant or convey the right to the use of the name “Hotel Marie 
Antoinette.” Each of said deeds in the chains of title, however, 


has the statutory phrase: 


“Together with the appurtenances and all of the estate and rights of 
the party of the first part [grantors] in and to said premises.” 

The plaintiff Marie Antoinette Realty Company, Inc., is a 
New York corporation, incorporated February 9, 1923, and at the 
commencement of this suit November 13, 1923, was in possession 
of the Sixty-sixth Street premises as lessee under a lease for a 
term of 21 years commencing October 1, 1923. This was a lease 
made by the plaintiff owners, dated February 5, 1923, to one Morris 
Tobias, and Tobias thereafter assigned this lease to the plaintiff 
Marie Antoinette Realty Company, Inc., which corporation took 
possession of the demised premises on October 1, 1923, when the 
lease to the defendant hotel company expired. On or about Decem- 
ber 15, 1923, and prior to the close of the trial herein, the plaintiff 
Realty Company, as lessee, was dispossessed, and accordingly has 
no further interest in this suit. 

This 21-year lease to Tobias, dated February 5, 1923, leased 
the premises at the northwest corner of Sixty-sixth Street and 
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Broadway, being known as the Hotel Marie Antoinette, to be used 
and occupied as an apartment hotel and for business or stores on 
the ground floor, together with the right, if any, of the landlords, 
to the exclusive use of the name “Marie Antoinette” in connection 
with the use of said premises. The Tobias lease further provided: 


“Tenant agrees that on or before September 30, 1924, he will at his 
own cost and expense, in a good and workmanlike manner and in accord- 
ance with plans and specifications, make all such alterations, additions, 
and improvements to the building now erected upon the demised premises 
as shall be appropriate to change and alter the building into a business 
and apartment hotel, which shall contain stores on the ground floor and 
one, two, or three room apartments, each apartment with a bath, on each 
of the other floors throughout the building.” 

With the permission of the then owners of the Sixty-sixth 
Street premises, shortly after 1903, the heating and power plant, 
the kitchen and dining room, and other incidental hotel equipment 
had been removed from the Sixty-sixth Street premises, and the 
ground or street floor had been altered for store use, leaving the 
upper floors of the Sixty-sixth Street premises divided into apart- 
ments for guests, and prior to October 1, 1923, the date of the 
expiration of the Keen lease, the furniture, furnishings, and certain 
other personal equipment located in the Sixty-sixth Street premises 
had been sold by the Flanagan interests by formal bills of sale to 
the defendant hotel company. Immediately after October 1, 1923, 
the plaintiffs herein, as owners of the Sixty-sixth Street premises, 
proceeded with alterations and repairs in order to make the Sixty- 
sixth Street premises a hotel complete in itself, and divided it into 
suites of rooms, and advertised it in the newspapers as an apart- 
ment hotel under the name of the Marie Antoinette Hotel. 

The plaintiffs claim that Mr. Flanagan, as the owner of the 
premises, by his acts appropriated and established the name “Hotel 
Marie Antoinette” for the hotel premises at the southwest corner 
of Sixty-sixth Street and Broadway; that the lease of February 
19, 1902, specifically grants to the lessee the right or license to 
use the name “Marie Antoinette,’ in connection with the hotel 
business, merely for the term of 21 years; further, that they are 
the successors, by duly executed deeds of conveyance, of all the 
right, title, and interest of William L. Flanagan in the said Sixty- 











STOGOP REALTY CO. V. MARIE ANTOINETTE HOTEL CO. 495 







sixth Street premises, and that such right, title, and interest in- 
cludes the use of the name “Marie Antoinette Hotel” exclusively 
in connection with such premises, 

This building was specially constructed by Mr. Flanagan for 
use as a hotel. Before its completion he selected and appropriated 
for it the name “Hotel Marie Antoinette.” For eight years from 
its completion Mr. Flanagan operated the premises as the “Hotel 
Marie Antoinette,” and during that period it was the only hotel 
premises conducted under that name in the city of New York. It 
is our opinion that the name “Marie Antoinette” thereby became | 
appurtenant to and inseparably connected with the said premises, } | 
was a valuable property right and interest, formed an element in 
the value of the hotel premises in the nature of a trade-mark, and 
belonged to the owner of the premises. 

It has been decided that the name established for a hotel is a 
trade-mark in which the proprietor has a valuable interest, which | 
a court will protect. Howard v. Henriques, 5 N. Y. Super. Ct. 725; | 
Martell v. St. Francis Hotel Co., 51 Wash. 375, 98 P. 1116, 16 | 

| 
























































Ann. Cas. 593; O’Grady v. McDonald, 72 N. J. Eq. 805, 66 A. 
175; Busch v. Gross, 71 N. J. Eq. 508, 64 A. 754; Mitchell v. 
Read, 19 Hun. 418; Marsh v. Billings, 7 Cush. (Mass.) 322, 54 
Am. Dec. 723; McCardel v. Peck, 28 How. Prac. 120; Mark Realty 
Corporation v. Hirsch, 180 App. Div. 549, 168 N. Y. S. 244. In 
Mark Realty Corporation v. Hirsch, supra, at page 554 (168 N. Y. 
S. 244, 248), Mr. Justice Dowling stated: 


“A party will be protected in the use of a name which he has appro- 
priated and rendered valuable, and this rule is not limited to its use as 
a designation of manufactured goods, but has been applied to the title of 
a hotel.” 



































When Mr. Flanagan died on January 18, 1903, all his right, 
title, and interest in and to the Sixty-sixth Street premises became 
part of his estate, and eventually passed by deeds of conveyance 
to the plaintiffs herein, who secured title in the year 1921 over 
two years before the expiration of the said lease. 

The defendant contends that the deeds of conveyance to these 
plaintiffs are wholly insufficient to convey the use of the name 
“Hotel Marie Antoinette,” insisting that this is a name not appur- 
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tenant to or part and parcel of the hotel premises at Sixty-sixth 
Street and Broadway, but a name attached to the hotel business as 
distinct from the hotel building itself, the transfer of which would 
require specific language indicating the transfer and conveyance 
of such rights to the use of the name, and that such transfer or 
conveyance is not effected by the statutory language contained in 
the deeds to these plaintiffs, namely: 


“Together with the appurtenances and all the estate and rights of 
the parties of the first part in and to said premises.” 


The scope and meaning of this statutory language is defined 


in section 255 of the Real Property Law, which reads as follows: 


“In any grant or mortgage of freehold interests in real estate, the 
words ‘together with the appurtenances and all the estate and rights of 
the grantor in and to said premises, must be construed as meaning, to- 
gether with all and singular the tenements, hereditaments and appurte- 
nances thereunto belonging, or in any wise appertaining, and the reversion 
and reversions, remainder and remainders, rents, issues and profits there- 
of, and also all the estate, right, title, interest, dower and right of dower, 
curtesy and right of curtsey, property, possession, claim and demand 
whatsoever, both in law and in equity, of the said grantor of, in and to 
the said granted premises and every part and parcel thereof, with the 
appurtenances.” 

The conveyances in question were the transfer and sale of a 
business site, were absolute and unqualified, and granted all the 
right, title, and interest of the grantors, successors in title of Wil- 
liam L. Flanagan, the original owner. There was no provision 
in these deeds that the premises purchased should not thereafter 
be used by the purchaser for the purposes of a hotel, or that the 
premises should not be called by their old name. These conveyances 
place these plaintiffs in the same position and situation as would 
Mr. William L. Flanagan himself have been, had he been alive on 
October 1, 1923, the date of the expiration of the said lease. The 
proposition of the defendant is that, nevertheless, there still re- 
mains vested in the seller an exclusive right to the name, trans- 
ferable by him as a separate right, and available to the transferee 
as against the purchaser of the premises and all the world. 

It is our opinion that the right to use the name “Hotel Marie 
Antoinette’ was inseparably associated with the Sixty-sixth Street 
premises and passed as an incident with the transfer of the fee 
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of such premises. Mitchell v. Read, 19 Hun, 418; affirmed 84 
N. Y. 556. English and Scotch courts have considered this precise 
question and have come to a like conclusion. We consider them 
very persuasive precedent. Mason v. Queen, 23 Scottish Law Re- 
porter, 641; King v. Midland Ry. Co., 17 Wkly. Rep. 113; Chis- 
sum v. Dewes, 5 Russell 29, 30; Ex parte, Punnett, 50 L. J. Ch. 
212, 214; Great North of Scotland Ry. Co. v. Mann, 19 Fourth 
Series Cases in the Court of Session, 1891-1892, p. 1035; Boussod, 
Valadon §& Co. v. Marchant, 25 Repts. of Patent Cases, 42 (Eng- 
lish); Llewellyn v. Rutherford, L. R. 10 C. P. 456, 467. 

In Nims on Trade-Marks and Unfair Competition, § 21, con- 
cerning the sale of a hotel, the author states: 

“In such cases he who buys the building, or acquires the right to 
occupy it, will have the right to use the name attached thereto, in the 
absence of very explicit contractual arrangements.” 

In Hopkins on Trade-Marks (4th Ed., 1924), in speaking of 
the good-will of a hotel, the author states at page 228: 

“But, when we come to speak of the good-will of a public house, it is 
obvious that it is a thing which is attached to a locality. In accordance 
with this rule, whenever the good-will is local, in the sense of being at- 
tached to a particular house or store, it will pass with the sale of the 
lease of the trading premises, or the sale of a public house.” 

The rule is also stated in 27 Halsbury’s Laws of England, 
p. 755, § 1336, as follows: 

“Where a place of business is sold, even without the good-will, the 
right to use the name of that place usually passes to the purchaser, par- 
ticularly if the name is carved on or affixed to the building.” 

The right of the defendant here to use the name “Marie An- 
toinette” in connection with any hotel business is measured by the 
terms of the lease dated February 19, 1902. It was a mere tem- 
porary right or license to use the name “Marie Antoinette” for a 
definite period of time, namely, during the term of 21 years speci- 
fied in the lease. By the express terms of this lease, at its expira- 
tion on October 1, 1923, the right of the defendant corporation to 
use the name “Hotel Marie Antoinette” in connection with hotel 


business ceased, and reverted to the owners of the leased premises, 
who at that time were these plaintiffs. 
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In Chittenden v. Witbeck, 50 Mich. 401, 15 N. W. 526, which 
is quoted with approval in People ex rel. A. J. Johnson Co. v. 
Roberts, 159 N. Y. 70, 81, 53 N. E. 685, 688 (45 L. R. A. 126), 
it was held, Judge Cooley writing the opinion: 


“Good-will is the favor which the management of a business wins from 
the public, and the probability that old customers will continue their pa- 
tronage. But it attaches to the property, and in the case of a lease be- 
longs to the lessee only during its continuance, and on its expiration 
reverts to the lessor, and in fixing rent the lessor can take it into the ac- 
count as giving the property a part of its value.” 

In Llewellyn v. Rutherford, L. R. 10 C. P. 456, Chief Justice 
Lord Coleridge stated, at page 467: 

“Here is a public house in which a thriving business has been carried 
on, having attached to it that which has been variously described as good- 
will—a thing which has an appreciable value and is every day bought 
and sold. That good-will the tenant is about to forego. In the absence 
of a stipulation to the contrary, it would be an increased value of the 
premises, which on the tenant’s going away would inure to the benefit 
of the landlord; he might let them for an increased rent, or he might 
obtain a premium. In the absence of a stipulation, the tenant could de- 
rive no advantage from such increased value. The end of the term hav- 
ing arrived, all he could take away would be the stock in trade and the 
tenant’s fixtures. The good-will is lost to him.” 

There is abundant evidence in the record that since October 
1, 1923, the present owners have proceeded to restore the Sixty- 
sixth Street premises, so that the same could be operated inde- 
pendently as a hotel. Immediately upon the termination of the 
Keen lease on October 1, 1923, the plaintiffs inserted advertise- 
ments in the daily papers, stating that the “Hotel Marie Antoinette” 
at Broadway and Sixty-sixth Street, northwest corner, offered one, 
two, or three rooms and bath, furnished or unfurnished, on yearly 
lease, with immediate possession. 

The alterations required the construction of a new entrance 
on Broadway, alterations in the lobby and sitting room, and the 
installation of kitchens, dining rooms, and power and lighting plant; 
in other words, the making of the Sixty-sixth Street premises into 
a complete, separate hotel unit. Plans and specifications covering 
these and other necessary changes were filed in the proper municipal 
departments. Under the Tobias lease the lessors secured a surety 


company bond for $50,000 to insure the making of these repairs 
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and alterations, which through no fault of the plaintiffs had not 
been completed when the trial of this case was finished near the 
end of December, 1923. The fact remains that the plaintiffs were 
proceeding with reasonable diligence to make such alterations and 
repairs, for the purpose of using and renting the premises as a 
hotel under the name “Hotel Marie Antoinette.” There is no 
merit in the suggestion that the present owners abandoned the pur- 
pose of using these premises as a hotel under such name. 

Nor does the fact that the premises were to be divided up into 
suites of one, two, and three rooms and baths, rather than into 
single rooms, warrant the conclusion that they were intended to be 
used and conducted by the plaintiffs merely as an apartment house, 
rather than as a hotel; there are many so-called apartment hotels 
in New York City, properly designated as hotels, and not as apart- 
ment houses. 

The plaintiffs in their complaint also ask relief that the regis- 
tration by defendant of the name “Marie Antoinette,” granted on 
defendant’s application by the secretary of the State of New York 
on July 17, 1923, be revoked and canceled. This relief should be 
afforded to the plaintiffs. 

The judgment appealed from should be reversed, with costs, 
and judgment entered in favor of the plaintiffs for the relief asked 
for in the complaint, except for an accounting of profits, with costs 
to the plaintiffs. 


Settle order on notice. 


CrarkeE, P. J., and Merrevi and Fincn, JJ., concur. 
MartTIN, J., dissents. 
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DECISIONS OF THE COMMISSIONER OF PATENTS 
Conflicting Marks 
Kinnan, F. A. C.: Held that applicant is not entitled to 
register, as a trade-mark for engine and metal enameling paints, 


automobile paints and tire paints, a mark consisting of the notation 
“Auto Eze,’ the second portion, “Eze,” being written below the 


word “Auto” on a wide paraph, in view of the prior use and regis- 


tration by opposer of the mark “‘So-E-Zy” for the same class of 
goods. 

The ground of the decision is that, the goods being of the 
same descriptive properties, the marks are so similar that their 
contemporaneous use would be likely to cause confusion in the 
mind of the public. 

In his decision, after pointing out that it was admitted that 
opposer had used its mark for a long time before the recent adop- 
tion by the applicant of its mark, and stating that any doubt should 
therefore be resolved against the applicant and that, while there 
was some difference of view expressed as to the pronunciation of 
the second portion of applicant’s mark, it must be assumed that 
it would be pronounced as if it were spelled “easy,” the First As- 
sistant Commissioner said: 


“If the marks are properly held so far dissimilar as to warrant dis- 
missal of this opposition, then it must be because the other portions of 
the two marks are dissimilar in appearance, sound, spelling and signifi- 
cance, or because the opposer should not be allowed a reasonably broad 
protection as to the second portion of its mark on the ground that such 
second portion has been so generally used by others as to become common 
property or is descriptive of the goods.” 

After further pointing out that the record did not disclose 
any common use of the fanciful spelling of opposer and stating that 
it was doubtful whether the second part of its mark was descriptive, 
that the word “Auto” in applicant’s mark is merely descriptive 
of the article to which the paint is to be applied and that, if this 
word were fanciful, it might be sufficient to give the marks a dif- 
ferent significance, he said: 


“Being, however, merely a descriptive term and the opposer using its 
enamel for the same purpose, enameling autos or auto parts, it would 
seem substantially the distinctive feature of the two marks resides in the 
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second portions and these portions being substantially identical in sound, 
significance, appearance and even in spelling, the applicant company must 
be held to have approached too closely the opposer’s mark. The average 
purchaser, it is believed, would retain in mind the suggestive portion, 
‘E-Zy’ or ‘Eze, of each mark and if such purchaser did this, confusion 
would be inevitable.” ! 


Moore, A. C.: Held that applicant is not entitled to register 
the notation “Simplox”’ as a trade-mark for radiator caps equipped 


with locks in view of the prior use by opposer of the word ‘“Sim- 
plex” as a trade-mark for caps or closures for automobile radiators, 
automobile gasoline tanks, etc. 
The grounds of the decision are that the marks are substan- 
tially similar and the goods are of the same descriptive properties. 
With reference to the goods, the Assistant Commissioner said: 


“That the goods of the respective parties are of the same descriptive 
properties, there can be no serious question. In fact, in the eye of the 
law of trade-marks they are identical. The terms ‘goods’ and ‘merchan- 
dise, as employed in the trade-mark law, have reference to goods of the 
same genus or species; to goods grouped within the same class or sub- 
class, and not to the members forming the groups. The use by different 
proprietors of the same mark appropriated to goods of the same genus 
or species, would lead to endless confusion in trade, even though the goods 
of each proprietor might be distinguishable specifically from the goods of 
every other proprietor.” 


With reference to the similarity of the marks he said: 


“There is but one difference between the two words, and that is in 
the use of the character which represents the vowel sound in the conclud- 
ing syllable of the word. The opposer uses the vowel ‘e’ while the appli- 
cant uses the vowel ‘o. The two words are quite similar both in appear- 
ance and in sound; and it is believed that the average member of the 
purchasing public would not be likely to carry such a slight distinction 
in memory. 

7 * + * * * 

“I have carefully considered the applicant’s contention that the last 
syllable of his mark suggests a locking characteristic of his cap, but it 
is believed that the average member of the public would not be impressed 
by this distinction even though it were observed.” * 


Descriptive Terms—Disclaimer 


Kinnan, F. A. C.: Held that a mark consisting of the words 
“Duck Load,” associated with the representation of a duck over 

1Standard Plate Glass Co. v. Central Laboratories Co., 151 M. D. 
294, August 4, 1926. 

*The Simplex Cap Company v. The S. H. Thomson Mfg. Co., 151 
M. D. 304, August 30, 1926. 
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the water of a marsh, is not registrable as a trade-mark for loaded 
shot shells, unless a disclaimer is made of the exclusive right to 
use these words, on the ground that these words are descriptive of 
the goods and that therefore the mark could be registered only if 
a disclaimer was entered. 

With reference to the descriptiveness, he said: 

“It is thought to be entirely beyond dispute that the average pur- 
chaser of ammunition, seeing the word ‘Duck’ in connection with cartridges 
loaded with shot, would at once understand the shells were suitable to 
be used for ducks. It is believed the Examiner correctly held that this 
word, in connection with loaded shells, is one others manufacturing similar 
ammunition would equally be entitled to use.” 

With reference to the right to register the mark with the dis- 
claimer, he said: 

“The representation of the duck hovering over the marsh may be 
regarded as fanciful or, at most, suggestive, but the use of the word ‘Duck’ 
apart from this association in which the applicant uses it, should be dis- 
claimed to the end that others may not be interfered with or prevented 


from using the word ‘Duck’ alone or in association with other features 
upon ammunition containers.” * 


Moorg, A. C.: Held that the applicant is not entitled to 
register the mark “‘Clubfello” as a trade-mark for men’s wearing 
apparel, including tuxedo suits, vests, dress shirts, etc., in view 
of the prior use and registration by opposer of the words “Club 
Clothes” as a trade-mark for clothing, on the grounds that the 
goods of the parties are of the same descriptive properties and 
that the marks are deceptively similar. 

With reference to the registration of ‘“Clubfello” as a trade- 
mark for a monthly publication which had been issued to the 
opposer, the Assistant Commissioner said: 

“As the monthly publication is not an article of trade and does not 
have the same descriptive properties as men’s wearing apparel, and as 
the same trade-mark may be adopted and used by different persons on 


articles of different description, the opposer’s registration No. 171,772 
does not bar the applicant’s right to register its trade-mark.” 


With reference to the similarity of the marks of the two par- 
ties, he said: 


* Ex parte, Remington Arms Co., Inc., 151 M. D. 300, August 20, 1926. 
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“The term ‘Club’ when applied to persons, usually suggests the idea 
of an organization of persons who meet for business or social intercourse; 
and the term ‘Clubfello’ suggests the idea of a fellow who is member of 
such an organization. The term ‘fellow,’ also, usually conveys the idea 
of business or social intercourse; one who is ‘joined or associated, as in 
action, location or position; association; a full member of an incorporated 
society, especially of some large scientific, literary or art society’.” 


With reference to the goods, he said: 


“Each of the opposer’s registrations, Nos. 107,032 and 113,466, is for 
men’s, youths’, boys’ and children’s cloth outer suits and overcoats. These 
goods are regarded as of the same descriptive properties as the applicant’s 
goods. There is no good reason for assuming that a manufacturer of men’s 
clothes will confine his business to any particular article or style of wear- 
ing apparel. (Vogue § Co. v. Thomson-Hudson, 300 F. 509 [15 T. M. 
Rep. 1]). The evidence shows that the business of each of the parties 
includes various articles of wearing apparel.” * 


Goods of Different Descriptive Properties 


Moore, A. C.: Held that applicant is entitled to register the 
word “Atco” as a trade-mark for stop lights, stop light signals, 
combination stop and parking lights, parking lights, stop light 


switches, dash and radio switches, notwithstanding its prior use 
and registration by opposer of the word “Apco” as a trade-mark 


for automobile pedal covers, antirattlers, brake-rods supporters, 
axle braces, etc. 


The ground of the decision is that, while the marks are so 
alike as to be deceptively similar if applied to the same goods, 


the goods of these parties are not of the same descriptive proper- 
ties. 


In his decision, the Assistant Commissioner said: 


“The two classes of goods of the respective parties have not the same 
general and essential characteristics, nor such sameness in the distinguish- 
ing characteristics as to be likely to result in confusion in the trade and 
deception of the public; nor are the goods of the respective parties capable 
of being applied to the same general use. (See The American Tobacco 
Co. v. Gordon, 342 O. G. 510 [16 T. M. Rep. 38]). And the mere fact that 
most of the goods of the respective parties are parts of or accessories to 
automobiles, is not of itself evidence that said goods are of the same 
descriptive properties.” * 


*M. Wile & Company, Inc. v. Desmond Clothing Co., 151 M. D. 302, 
August 23, 1926. 


* Apco Manufacturing Co. v. Herbert G. Beyer, 151 M. D., 301, August 
23, 1926. 
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Goods of Same Descriptive Properties 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register the trade-mark ‘“‘Bonnie-Briar” as a trade-mark for collars, 


and dress, negligee and work shirts in view of the prior use and 


registration by opposer of the trade-mark “Bonnie Briar’ as a 
trade-mark for middy blouses, ladies’, children’s and misses’ dresses, 
knickers, boys’ suits, etc. 

The grounds of the decision are that the marks are substan- 
tially identical and the goods of the respective parties are of the 
same descriptive properties, and therefore the use of applicant’s 
mark on its goods would be likely to cause confusion in trade. 

In his decision, after stating that neither party had taken any 
testimony and applicant’s contentions that the opposer’s registered 
trade-mark should not have been considered because no notice had 
been given that the opposer would rely upon it and that the Exam- 
iner of Interferences had no right to decide the question of the 
similarity of the marks and the goods in the absence of testimony, 
the First Assistant Commissioner said: 


“These contentions are deemed without merit. In the notice of opposi- 
tion, the registration of opposer was pleaded as well, as the similarity of 
the marks and probable confusion of goods. The applicant took no testi- 
mony to show error in opposer’s pleadings and had, in such pleadings, 
full notice that these matters would be considered at final hearing, not- 
withstanding opposer took no proofs.” 


With reference to the goods, the First Assistant Commissioner, 
after stating that the applicant’s goods related to male attire and 
the opposer’s generally to garments to be worn by women and 
children, said: 


“There is, however, no clear line between these various articles of 
wearing apparel. In a general way they all belong to the class of cloth- 
ing and it is believed inevitable that these two substantially identical 
marks appearing in the same market upon these goods here under con- 
sideration would result in confusion or mistake in the mind of the public 
and the deception of purchasers. The cases cited by opposer (citing 
decisions) are believed to be conclusive that all these goods belong to the 
same general class and constitute ‘merchandise of the same descriptive 
properties’ within the meaning of Section 5 (b) of the Trade-Mark Act 
of February 20, 1905.” ° 


*Harry W. Goldman v. Hall, Hartwell Co., Inc., 151 D. C. 298, August 
20, 1926. 








DECISIONS OF THE COMMISSIONER OF PATENTS 






Non-Conflicting Marks 






Kinnan, F. A. C.: Held that an opposition filed by the 
Eskimo Pie Corporation to the registration by O-G-Goody Com- 






pany of the notation “O-G Goody” for a trade-mark on a chocolate- 






covered ice cream confection, was properly dismissed on motion, | 





where the ground of opposition alleged was that opposer owned 
a patent for a confection to which the trade-mark “Eskimo Pie” 
had been applied and that the acts of the O-G Goody Company 


in selling its confection was an infringement of that patent. 







The ground of the decision is that the marks of the two parties 
are wholly dissimilar and that the Patent Office has no jurisdiction 






to pass upon the infringement of a patent or upon questions of 






unfair competition generally. 
In his decision, First Assistant Commissioner Kinnan said: 





; 

i 

“The infringement of a patent is a question to be determined in a | 
proceeding separate from that at bar. A remedy for unfair competition 
likewise is not involved in the present issue. The jurisdiction of the 
Patent Office in connection with the registration of trade-marks does not 
extend to a review of either of the questions of infringement or unfair 

competition save to the extent that trade-marks and their registrations 

| 








constitute a specific branch of the general law of unfair competition. It 
is only in connection with the doctrine of unclean hands as to trade-marks 
that this Office can concern itself in cases of the character here under 


” 7 








review. 


Not a Trade-Mark 









Kinnan, F. A. C.: Held that applicant is not entitled to 
register a particular form of the meshed surface of a golf ball as 
a trade-mark for such balls on the ground that this form of surface 






has a mechanical function and is not proper subject matter for 
a trade-mark. 
In his decision the First Assistant Commissioner said: 







“It is well known and not disputed here that the purpose of the 
meshed surface is mechanical, to cooperate with the roughened surface 
of the club and, possibly, to aid in the reflection of light so the ball is 
more readily seen from a distance when it lies on the ground after having 
been driven by a player. 

* 













* * * * 





"Eskimo Pie Corporation v. O-G Goody Co., 151 M. D. 276, July 
19, 1926. 
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“It is believed the applicant’s design does not constitute a trade-mark. 
The mesh is an integral and necessary part of the complete ball and is 
for mechanical and utility purposes. Applicant’s form of mesh surface 
has this same utility purpose and function. The mesh is continuous over 
the entire surface of the ball and the latter is incomplete without it,” 


and, after citing certain decisions, said: 


“These decisions, and those recited in them, are persuasive that the 
meshed surface covering the entire ball and forming an integral part of 
the latter, and performing mechanical functions in the use of the ball can- 
not be regarded as a trade-mark for the goods. To hold otherwise would 


in effect be granting a perpetual patent for a golf ball having these fea- 
tures of construction.” * 


Moore, A. C.: Held that applicant is not entitled to register 
a trade-mark for repaired, cleaned, renovated and dyed fabrics and 
furs, where it appeared that it was not engaged in buying and 
selling these goods, but merely in cleaning and renovating them. 

The ground of the decision is that the trade-mark does not 
indicate either the origin or ownership of the goods and that all 
that the applicant does is to sell service. 

In his decision, after referring to the definitions given in 
Hopkins on Trade-Marks and the statement of the Supreme Court 
in Columbia Mill Co. v. Alcorn, 150 U. S. 460, that it must appear 
that a trade-mark “was adopted for the purpose of identifying 
the origin or ownership of the article to which it is attached,” or 
must point distinctively, “either by itself or by association, to the 
origin, manufacture, or ownership of the article,” he said: 


“These are fundamental principles of the law of trade-marks. A 
trade-mark as such can have no existence apart from an article of com- 
merce, and unless it is indicative of origin or ownership of the article. 

“The applicant admittedly is not a trader, and the articles to which 
it applies its private mark are not articles of commerce. The mark does 
not indicate origin or ownership. The applicant acts merely in the 
capacity of a custodian of the articles while in its possession, and when 
it performs the cleaning and renovating operations upon the articles 
returns them to their rightful owners.” ° 


*Ex parte, Dunlop Tire & Rubber Corp. of America, 151 M. D. 269, 
July 13, 1996. 


* Ex parte, Gregg & Son, Inc., 151 M. D. 2938, July 29, 1926. 





